United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfTice 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/035,045 



01/03/2002 



Jon Elliot Adler 



T1530-001I7 



3276 



39290 7590 03/14/2006 

DUANE morris LLP 
1667 K. STREET, N,W. 
SUITE 700 

WASHINGTON, DC 20006-1608 



EXAMINER 



BRANNOCK, MICHAEL T 



ART UNIT 



PAPER NUMBER 



1649 



DATE MAILED: 03/14/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



I 





Application No. 


Applicant(s) 


Office Action Summary 


10/035,045 


ADLER ET AL. 


cxaininer 


Art Unit 






Michael Brannock 


1649 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 12 December 2005 . 
2a)n This action Is FINAL. 2b)El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim{s) 235-266 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 235-253 is/are allowed. 

6) S Claim(s) 254-256 is/are rejected. 
?)□ Claim{s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing (s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonn PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-{d) or (f). 
a)D All b)n Some * c)\J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) □ Notice of References Cited {PTO-892) 

2) LD Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
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DETAILED ACTION 

Status of Application: Claims and Amendments 

A request for continued examination under 37 CFR LI 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this apphcation after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 12/05/05 has been entered. 

Applicant is notified that the amendments put forth on 12/12/05, have been entered in fiilL 

Response to Amendment 
Applicant is notified that any outstanding objection or rejection that is not expressly maintained 
in this Office action has been withdrawn in view of Applicant's persuasive demonstration of data 
during the interview of October 15, 2005. 

Specification 

The amendments filed 4/29/05 and 12/12/05 areis objected to under 35 U.S.C. 132(a) 
because it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no amendment 
shall introduce new matter into the disclosure of the invention. The added material which is not 
supported by the original disclosure is as follows: claims 254-256 require constructs containing a 
genus of G-proteins and GPCRs other than T1R2, yet the specification does not teach such 
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constructs. Further, the specification simply teaches the use of the promiscuous G-protein Gal 5 
and the GPCR T1R3. Additionally, the specification does not teach that T1R2/T1R3 are capable 
of signaling through transducin. Applicant is required to cancel the new matter in the reply to 
this Office Action. 



Rejections: 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 254-256 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. The claims require constructs containing a genus of G-proteins and GPCRs other than 
T1R2, yet such constructs are not taught in the, e.g. the specification simply teaches the use of 
the promiscuous G-protein Gal 5 and the GPCR T1R3. Further, the specification does not teach 
that T1R2/T1R3 are capable of signaling through transducin. Thus, the skilled artisan would not 
recognize that Applicant was in possession of the claimed genus. 

Applicant argues that a multitude of Gi -proteins have been found to couple to TIR 
receptors. This argument has been fiiUy considered but not deemed persuasive. The 
specification simply lists a multitude of G-proteins "that could potentially be used", however this 
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disclosure does not put one in possession of those that do. Also, it should be noted that 
transducin is known in the art to be of the Gs family, and not Gi. 

Allowable Subject Matter 
Claims 235-253 are allowable. 
Additional Reference of note: 

US Patent Publication US2003 0040045 A 1 is considered relevant to the instant appUcation but is 
not being relied upon as the basis of any rejection in this Office action. It is noted that 
US20030040045A1 teaches heterologous expression of the combination of T1R2 and T1R3, and 
these teachings are fully supported by prior application US60/302898, filed 07/03/01. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Brannock, Ph.D., whose telephone number is (571) 272- 
0869. The examiner can normally be reached on Mondays through Fridays from 10:00 am. to 
4:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Janet Andres, Ph.D., can be reached at (571) 272-0867. Official papers filed by fax 
should be directed to 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 
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